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A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on November 13, 2006 has been entered. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-23 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Lax et al 

C242). 

See Figures 2, 3, 6-16, 22, and 23 and column 6, line 65 to column 11, line 2. The cross 
sections of Figures 7 and 10 are considered "dome shaped". Specifically, the edge (element 20) 
of the embodiment shown in Figures 2 and 3 is described as "radiused" and is thus considered 
"rounded" as used in the claims. Since the edge is rounded, the distalmost portion (leading edge) 
is "thin" compared to more proximal portions thereof. The device is designed to be 'easily 
painted across tissue without "hanging up" on any section of tissue' (see column 6, lines 36-37) 
and thus is considered "suitable for gliding over surfaces of an annulus fibrosis without 
snagging" as claimed. The supporting portion of the device that couples to the handle would lift 
tissue away from the applicator face. The embodiment of Figures 6 and 12 show devices 
wherein the distal end is "wedge-shaped" as claimed. The embodiments of figures 9 and 10, 
among others, expressly teach the use of insulation materials and other configurations in order to 
"minimize damage to tissue areas that are not treated (column 8, lines 8-64, especially lines 10- 
1 1). The device is designed to be used on spinal tissue as shown in Figures 22 and 23. 
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Claims 1, 2, 4-13, 16, 17, 20, 21, 24, and 25 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Underwood et al ('640). 

See Figures 20 and 25-28 and column 28, line 55 to column 32, line 49. Specifically, 
with reference to Figure 28, support tongue (element 420) has a "'non-active' insulating side 521 
of working end 404" which "minimizes the generation of electric fields on this side 521 to 
reduce ablation of the adjacent vertebra 542." (see column 32, lines 17-20) the working end 
(element 404) is described as "low profile" with "thickness values as low as 0.2 mm" (see 
column 32, lines 9-10). A thickness of 0.2 mm (200 microns) is considered to fall within the 
broadest reasonable interpretation of the term "thin" as applicant has provided no particular 
definition for this term in the originally filed disclosure, although depending on the term for 
patentability. As can readily be seen from Figure 28, the working end tapers to the thin rounded 
end, and thus also is considered to be "wedge-shaped" with the electrodes (elements 416) on the 
opposite side. It can also be seen from the current flow diagrams in Figure 26 that the tissue is 
protected by element 521 and since the working end is tapered, it wilw necessarily lift the tissue 
contacting the element 521 with respect to the tissue contacted by electrodes 416. 

The terminal disclaimer filed March 3, 2006 has been approved. Accordingly, the double 
patenting rejection has been withdrawn. 

Applicant's arguments filed November 13, 2006 have been fully considered but they are 
not persuasive. The arguments are not persuasive for the reasons set forth above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to david shay whose telephone number is (571) 272-4773. The 
examiner can normally be reached on Tuesday through Friday from 6:30 a.m. to 5:00 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II, can be reached on Monday, Tuesday, Wednesday, Thursday, and 
Friday. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

« 

system, see http ://pair-di rect. uspto . gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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